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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments, see Response filed 3/27/06 (page 9, 
line 12 - page 11, line 20) , with respect to the rejections of 
claim(s) 1-4 & 6-16 under 35 USC §102 and the rejection of claim 
5 under 3 5 USC §103 have been fully considered and are 
persuasive. Therefore, the rejection has been withdrawn. 
However, upon further consideration, a new ground (s) of 
rejection is made in view of Shen, Weinreich et al, and (re 
claim 5) Yacoub. 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

3. Claims 1-4 & 6-15 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Shen in view of Weinreich et al , 

Re claims 1-3, 11, & 13-14, Shen discloses (Figures 5 & 8; 
column 4, line 45 - column 6, line 2) a secure printer in which 
an image and an associated password are generated, and an 
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authorized recipient is designated by an e-mail address. The 
image data and password are transmitted to the recipient 
electronic mailbox over a network by e-mail (Figure 5, step 
S506) and further transmitted to a selected destination printer 
(Figure 8, step S805; column 5, line 23) . The selected 
destination printer prints out the image data if (and only if) 
the printout is certified by entering the matching password into 
the printer (Figure 8, steps S809-S811; column 7, lines 19-31) . 

Shen does not disclose the transmission of the password to 
the user via e-mail separately from the transmission of the 
image data. The e-mail transmission of a password separately 
from other information associated with that password (i.e. 
information that requires the password for secure retrieval) is 
disclosed by Weinreich et al (column 22, line 44 - column 23, 
line 19, particularly column 22, lines 44-49) . 

Shen and Weinreich et al are combinable because they are 
from the field of data security using password protection. 

At the time of the invention, it would have been obvious to 
a person of ordinary skill in the art to use the Weinreich et al 
arrangement of password retrieval in association with the Shen 
arrangement of password protection of image data. 
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The suggestion/motivation for doing so would have been to 
enable a user who has forgotten his password to print image data 
protected by the Shen security arrangement. 

Therefore, it would have been obvious to combine Shen with 
Weinreich et al to obtain the invention as specified in claims 
1-4 Sc 6-15. 

Re claim 2, Shen further discloses (Figure 1, item 10) a 
scanner for inputting the original image data, but does not 
disclose that this scanner receives a printer and recipient 
designation and transmits data to the recipient by e-mail. The 
latter functions are performed by the computer (1) , or more 
specifically by its CPU (15) (column 5, lines 45-49) . Thus, the 
aggregate of the scanner (10) and computer (1) of Shen is 
readable upon the "scanner" recited in claim 2 , 

Re claims 3, 9, & 11-12, Shen discloses the transmission of 
the image data and password are transmitted to two devices (the 
electronic mailbox and the printer) . The transmission of both 
data items to both devices is readable upon the claim language 
reciting that one is transmitted to one device and the other is 
transmitted to another device, in the absence of a specific 
statement that each data element is transmitted only to one or 
the other. 
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Re claims 4 & 6, Shen further discloses that the password 
is requested prior to printing (Figure 8, step S811; column 7, 
lines 26-31) and prior to transmission (Figure 5, step S504; 
column 7, lines 20-27) . 

Re claims 7 & 8, Shen further discloses (Figure 5, step 
S504; column 7, lines 20-27) that the e-mail address (which 
inherently designates a message recipient) is entered. 

Re claim 9, Shen further discloses (Figure 1, item 10) a 
scanner for reading image data. 

Re claim 10, Shen further discloses (column 5, lines 64-65) 
the storage of the received image data in an electronic mail 
box. 

Re claim 12, Shen further discloses (Figure 1) that the 
printing and networking operations are computer-based (which 
inherently requires the computer to be executing instruction 
derived from a computer readable medium) . 

Re claim 15, Shen discloses (Figure 1) the use of a 
computer (1) at a user station connected to the Internet (12) . 
The computer of the document -receiving user station would read 
on the recited "first computer"; the computer of the document- 
sending user station would read on the recited "second 
computer" ; and the password would read on the recited 
"certification information" . 
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4. Claim 5 is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Shen in view of Weinreich et al as applied to 
claim 4 above, and further in view of Yacoub. 

Re claim 5, Shen in view of Weinreich et al does not 
disclose the generation and receipt of completion notification 
in response to password entry and image formation (i.e. 
printout) . 

The generation of a message indicating the completion of 
printing inherently constitutes a completion notification in 
response to image formation. Insofar as correct password entry 
is a prerequisite for image formation in the secure printout 
system of Shen, such a "Print Complete" message is also 
inherently in response to correct password entry. Thus, a 
display which notifies the user of the completion of a print job 
upon receipt of a print -complete signal transmitted from the 
printer control to the display) reads on the recited "receiving 
unit" . 

Shen in view of Weinreich et al does not expressly disclose 
the generation and display of such a "Print Complete" message. 
The generation, transmission, and display of a message 
indicating the completion of printing is well known in the art 
as disclosed for example by Yacoub (column 9, lines 32-41) . 
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Shen, Weinreich et al , and Yacoub are combinable because 
they are from the field of printers. 

At the time of the invention, it would have been obvious to 
a person of ordinary skill in the art to generate, transmit, and 
display a "Print Complete" message for the Shen printer. 

The suggest ion/motivat ion for doing so would have been to 
notify a user that a printout was ready for pickup. 

Therefore, it would have been obvious to combine Shen in 
view of Weinreich et al with Yacoub to obtain the invention as 
specified in claim 5. 

Conclusion 

1. Any inquiry concerning the contents of this communication 
or earlier communications from the examiner should be directed 
to Stephen M. Brinich at 571-272-7430. 

Any inquiry relating to the status of this application or 
proceeding or any inquiry of a general nature concerning 
application processing should be directed to the Tech Center 
2600 Customer Service center at 571-272-2600 or to the USPTO 
Contact Center at 800-786-9199 or 703-308-4357. 

The examiner can normally be reached on weekdays 7:00-4:30, 
alternate Fridays off . 

The examiner's unit designation has been changed from "Art 
Unit 2624" to "Technology Division 2625" (as of March 20, 2006) . 
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If attempts to contact the examiner and the Customer 
Service Center are unsuccessful, supervisor David Moore can be 
contacted at 571-272-7437. 

Faxes pertaining to this application should be directed to 
the Tech Center 2600 official fax number, which is 571-273-8300 
(as of July 15, 2005) . 

Hand- carried correspondence may be delivered to the 
Customer Service Window, located at the Randolph Building, 401 
Dulany Street, Alexandria, VA 22314. 



Stepnen M Brinich 
Examiner 

Technology Division 2 62 5 




smb 

April 13, 2006 



